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DETAILED ACTION 

This action is in response to applicant's filing of 3/3/2008. Claims 1-3 are pending and 
subject to final rejection as set forth below. 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 1-2 are rejected under 35 U.S.C. 102(b) as being anticipated by US 
Patent 5,748,755 to Johnson, 1998 (Johnson). 

With respect to claim 1 
Johnson teaches: 

An instrument for effecting monetary transactions for the authorized owner 
of the instrument (bank checks, See Abstract and col 2, lines 18-22), 
comprising: 

a personal check having a front surface and an opposite rear 
surface (bank checks, See Abstract and col 2, lines 18-22); 

the front surface including lines and informational indicia 
(see col 2, lines 50-54, col 4, lines 62-67, and Figure 2); 

a photographic image of the owner of the instrument affixed 
to the upper left hand region of the front surface (see col 2, lines 
50-54, col 4, lines 62-67, and Figure 2); and 
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identifying :indicia immediately adjacent and to the right of 
the photographic image (see col 2, lines 50-54, col 4, lines 62-67, 
and Figure 2 - note the placement of 32, immediately to the right of 
image 30). 

With respect to claim 2 

Johnson teaches: 

A method of imprinting the photographic image of the authorized owner on 
a set of personal checks comprising the steps of: 

having the owner of the checks appear at a financial 
institution (see col 2, lines 45-60); 

photographing the owner of the checks by an employee of 
the financial institution (see col 2, lines 45-60); 

digitally transferring the photographic image of the owner 
onto the checks during the check printing process (see col 2, lines 
45-60); and 

presenting the checks to the authorized owner with the 
photographic image of the authorized owner affixed at the upper left 
hand section of the checks (see col 2, lines 45-60). 



Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 



Application/Control Number: 10/750,273 
Art Unit: 3694 



Page 4 



(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Johnson 
in view of US Patent Application Publication 2002/0021898 for Teramoto (Teramoto). 

With respect to claim 3 

Johnson teaches: 

A method of imprinting the photographic image of the authorized owner on 
a set of personal checks comprising the steps of: 

having the owner of the checks appear at a financial 
institution (see col 2, lines 45-60); 

photographing the owner of the checks by an employee of 
the financial institution (see col 2, lines 45-60); 

transferring the photographic image of the owner from the 
memory storage of the digital camera onto the checks as part of the 
cheek printing process (see col 2, lines 45-60); and 

presenting the checks to the authorized owner with the 
photographic image of the authorized owner affixed at the upper left 
hand section of the checks (see col 2, lines 45-60). 
Johnson does not explicitly teach: 

digitally transferring the photographic image of the owner to 
the mini disc of a digital camera; 
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storing the photographic image of the owner in the memory 
storage of the digital camera; 
Teramoto teaches: 

digitally transferring the photographic image of the owner to 
the mini disc of a digital camera (see par 70 and 72); 

storing the photographic image of the owner in the memory 
storage of the digital camera (see par 70 and 72); 
It would have been obvious to one having ordinary skill in the art at the time of 
applicant's invention to have provided Johnson with the digital camera of 
Teramoto in order to update it using modern electronic components in order to 
gain the commonly understood benefits of such adaptation, simplified operation, 
and reduced cost. Accomodating a prior art mechanical device that 
accomplishes that goal to modern electronics would have been reasonably 
obvious to one of ordinary skill in the art. (see Leapfrog Enterprises, Inc. v. 
Fisher-Price, Inc., 485 F.3d 1 157, 82 USPQ2d 1687 (Fed. Cir. 2007)) 



Response to Arguments 

5. Applicant's arguments with respect to claim 3 have been considered but are moot 
in view of the new ground(s) of rejection. 
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Conclusion 

6. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to BRIAN FERTIG whose telephone number is (571)270- 
5131 . The examiner can normally be reached on Monday - Friday 8:30am to 5:00pm 
EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Trammell can be reached on (571) 272-6712. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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8. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/B.F./ 

/Mary Cheung/ 

Primary Examiner, Art Unit 3694 



